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THE REPLY FILED 15 February 2005 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE 
1. □ The reply was filed after a final rejection, but prior to filing a Notice of Appeal. To avoid abandonment of this aoDlication 
SSLrf *'Tt'' °"n ^" amendment'affidavit, or other evide^L wh S plaSe ' 

Se. for rnntin, H F (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41 31; or (3) a 

!?me periods ^^^'^'^^^'^^ (RCE) m compliance with 37 CFR 1.114. The reply must be filed within one of the following 

a) ^ The period for reply expires 3.months from the mailing dale of the final rejection 

IvlrhLlverTX tSltut"^ (1) the mailing date of this Advisory Action, or (2) the date set forth in the nnal rejection, whichever is later. In no 
event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection 



above, if checked. Any reply received by the Office 

earned patent term adjustment. See 37 CFR 1 .704(b) 
NOTICE OF APPFAI 



ll the date of , ling a Notice of Appeal, but prior to the date of filing an appeal brief. The Notice of Appeal 

AppeaU37 C?R4^- S^^Jtf or ^r'^"""" ""'l' ^.T/.^'' '''' ^° months of the date of filing the Notice o 

Appeal (37 CFR 4137(a)), "^^^^yj^tension t^her^^^^^^ 41.37(e)), to avoid dismissal of the appeal. Since a Notice of 

AMENDMENTS 



The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 
a)^ They raise new issues that would require further consideration and/or search (see NOTE below)' 
(b)|2Sl They raise the issue of new matter (see NOTE below); 

^""^ ^ ISpeaUn°d/o?^"'^'' *° ^'^'^ application in better' form for appeal by materially reducing or simplifying the issues for 
(d)n They present additional claims without canceling a corresponding number of finally rejected claims. 
. NOTE: See attached statement (Rpp ?i7 p.fp 1 hr ^1 ??(n)). 
4. □ The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324) 
b. u Applicant's reply has overcome the following rejection(s)- 

^th'^tlSw^bfe dales''' '""^'^ ' ' '"^'^ '''' '^''^''^ 

how th"?new o?lmSnH 'h*"? P^°P°=^d amendment(s): a) M will not be entered, or b) □ will be entered and an explanation of 
how the new or amended claims would be rejected is provided below or appended 
The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 

Claim(s) rejected: 13.15.16 and 18-^3 

Claim(s) withdrawn from consideration: 

AFFIDAVIT OR OTHER EVIDENCE 



8. □ The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered 

° InTered?ecL°Llt;raffidtirnJ'lH '^'^ fl'^^ ^ Notice of Appeal, but prior to the date of filing a brief, will not be 

sSnn ™h J^! ^^i'^^.^'t °^ °ther evidence failed to overcome ah rejections under appeal and/or appellant fails to^Tovide a 
showing a good and sufficient reasons why it is necessary and was not earlier presented See 37 CFR 41 33(d)(1) 



in condition for allowance because: 



1. □ The request for reconsideration has been considered but does NOT place the application 

12. □ Note the attached Information Disclosure Statement(s). (PTO/SB/08 or PTO-1449) Paper No(s) 

13. Other: Statement attached . 

Bradley L. Sisson 
Primary Examiner 
Art Unit: 1634 
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New Matter 

1 . The proposed amendment would raise a new issue, i.e., an issue of new matter. While 

attention has been directed to paragraph 80 of the specification as providing support for the new 

claim language, a review f the cited paragraph has fails to locate such support. 

For convenience, claim 13, as proposed, is reproduced below. 

13. (Currently Amended) A mefhod of tfelKcting «>ie presence of an analyts nuc4et« 
ackf in a ssmpte. saJd methcd compilsSftsj:: 

(s) provkJsng a nuclelq acid array ccirriprisifig: 

CO at least one hybridaation feature to whech aaid artalyfa riudeic actd 

specificalty bimJs ufKier «lr«jgeM hybridization condtttorts; and 
m St teast one fciadtground feature, ^mmx\ «taicl backgrouRd featute is » 
P&^menc tsomposEtior* tUdt compfSses ftackground probes that do not 
spec*fi<iaBly bind under strir^gent hybrtdSzatfors cond^^ons to 

sampt«; 

(o) contacting said notieie acid »rra/ wifli saitil sample urrder strit>ge(il 

hybodizestion conditions; 
{c) w/a&ning said nticfeic actd array; 

(d> detecting a hyferkfization fisartaJ from aaid hybridization featwe and 

bacHgrourwi signal from said backgrourrd: feature] 
(e) subtractirtg said tjackgroynd signal from aaid liybrtdusatlen signal to obUiin a 

background CdMTBCifed hybrtdizatidft ssfgnal; ami 
ff) refatins Ka.d backsrourKt corr^ted hyt«1diiatlon slgrjat to the preaenco of sakJ 

asialyte target tsuclelc ackl f« gaid »afr«te to detect the presence of ssid 

analyte target ruelate ackJ In said sample; 
Wherein said ntolt^od i» IUtth«f cbw9ct«rtj;«d by ir^cludffig a target mcmt^ acid 

labeling st^ prior to said detecting step (d>. 

2. For purposes of examination, the claim, and more particularly the inserted language, has 

been interpreted as not allowing for any binding, no matter how minimal. 

For convenience, paragraph 89 of the specification is reproduced below. 

Examples of empirically observed inactive probes are shown in Table 1, infra. In 
particular, these probes have been obs erved to hind their comp lem entar^ targets very 
minimally, yielding minimal signal levels in hy bridization as.<;av. and as such are useful 
as background probes in the methods of the subject invention. The probes shown in Table 
1 are from sequences origmally designed to bind human G3PDH (SEQ ID NO" 1) and 



Application/Control Number: 09/899,381 
Art Unit: 1634 



Page 3 



P53 (SEQ ID NO: 4) targets. When the probes were allowed to hybridize to their 
complementary specific targets, very poor binding was observed. Subsequently other 
purified targets, as well as complex pool RNA, were also observed to bind very' poorly to 
these probes. (Emphasis added.) 

As can be seen above, the background probes/features do in fact bind to nucleic acids, albeit, 

"minimally." Such an aspect is not found in the cited paragraph. Accordingly, the introduction 

of language where it states that the background feature will not bind (to any degree) to a 

complementary sequence is not reasonably supported by the disclosure. 

Objection to the Snecificatinn 

3. Argument is advanced at pages 4-5 of the response received 15 February 2005, 
hereinafter the response that the documents have been properly incorporated by reference, that 
the present case is distinguishable over that cited, and as such, the objection to the specification 
should be withdrawn. 

4. The above argument ahs been fully considered and has not been found persuasive. The 
specification is objected to as documents have been improperly incorporated by reference. In 
particular, the specification states: 

5 . Such omnibus language fails to specify what specific information applicant seeks to - 
incorporate by reference and similarly fails to teach with detailed particularity just where that 
specific information is to be found in each of the cited documents. 

Attention is also directed to MPEP 608.01(p)I, which, in pertinent part, is reproduced below: 

Mere reference to another application, patent, or publication is not an incorporation of 
anythmg therem into the apphcation containing such reference for the purpose of the 
disclosure required by 35 U.S.C. 112, first paragraph. In re de Seversky 474 F 2d 671 
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177 USPQ 144 (CCPA 1973). In addition to other requirement, for an annlicatinn the. 
referencmg applica tion should include an identification of the referenced p atent 
apphcation, or publication. Particular attention sh o uld be directed to specific p ortions of 
the referenced doc umen t w h e r e the subject matter being inco rporated mav he found 
(Emphasis added) 

As set forth In Ex parte Raible, 8 USPQ2d 1707, (BPAI, 1998) 

The examiner is of the opinion that the general incorporation by reference of the Bentley 
disclosure in appellant's specification is insufficient to support the specific disputed 
limitations of the present claims in the manner required by section 1 12 of the statute We 
agree 

We believe that the doctrine of incorporation by reference is of no avail to appellant in. 
this regard since there is no specific indication in the instant specification of the particular 
features disclosed by Bentley which correspond to those intended for use in the here- 
claimed device; nor does the specification identify the specific portions of the patent 
which appellant may have intended to rely upon to supplement his disclosure. The 
purpose of mcorporation by reference in an application of matter elsewhere written down 
IS for economy, amplification, or clarity of exposition, by means of an incorporating 
statement clearly identifying the subject matter which is incorporated and where it is to 
be found. In re de Seversky , 474 F.2d 671, 177 USPQ 144 , (CCPA 1973). 

Accordingly, the cited documents are not considered to have been properly incorporated by 

reference and as such, have not been considered with any effect towards their fulfilling, either in 

part or in whole, the enablement, written description, or best mode requirements of 35 USC 112, 

first paragraph. 



Rejection under 35 USC 10^( nn 

6. Argument is advanced at pages 6-7 of the response that the method, as proposed in the 
amendment, is distinguishable over the prior art. 

7. The above argument ahs been fully considered and has not been found persuasive as the 
proposed amendment has not been entered. Accordingly, the rejection of claims under 35 USC 
103(a) is maintained. 
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8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bradley L. Sisson whose telephone number is (571) 272-0751. 
The examiner can normally be reached on 6:30 a.m. to 5 p.m., Monday through Thursday. 

9. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, W. Gary Jones can be reached on (571) 272-0745. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

10. Information regarding the status of an appUcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for pubhshed appUcations 
may be obtained from either Private PAIR or Pubhc PAIR. Status information for unpublished 
apphcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Bradley L. Sisson 
Primary Examiner 
Art Unit 1634 
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